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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see amendment, filed 27 June 2005, with respect to the 
rejections of claims 1-20 under 35 U.S.C. 103(a) have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new grounds of rejection is made in view of Sampath et al (USPN 
6,892,317 61), 

2. Applicant's arguments, see amendment, filed 27 June 2005, with respect to the 
rejections of claims 21-27 under 35 U.S.C. 101 have been fully considered and are 
persuasive. The rejection is not maintained because a signal embedded in a carrier 
wave is considered statutory. The engine 14 accepts instructions as a signal embodied 
in a carrier wave (another signal) and is considered statutory as it is embodied in a 
modulated format which is common for signals sent on a data bus and various other 
connections. Examiner forms a rejection which follows as 35 USC 102. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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3. Claims 1, 3-8. 10-15, 17-21, and 23-38 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Sampath et a! (USPN 6,892,317 B1). 

With respect to claim 1 , Sampath et a! disclose a method of responding to a 
status change for a peripheral device comprising: 

determining that a status change has occurred in the peripheral device (receiving 
status data from a monitored electronic system, col. 5, lines 61-64); 

combining a unique device identifier relevant to the peripheral device with the 
status change to form an electronic message (in step 30, a necessary job identifier 
related to the monitored device is sent in order to repair the faulty device, col. 10, lines 
28-30); and 

transmitting the electronic message across a firewall (the method may account 
for transmission through firewalls, col. 2, lines 27-33). 

With respect to claim 3, Sampath et al disclose a method of claim 1, wherein 
determining comprises determining that an order toner condition exists in a hard copy 
output engine (see Table 1, col. 7, line 21). 

With respect to claim 4, Sampath et al a method of claim 1 , wherein combining 
comprises combining the status change with a unique device identifier chosen from a 
group consisting of: 

a predetermined account number associated with the peripheral device (in step 
30, a necessary job identifier related to the monitored device is sent in order to repair 
the faulty device, col. 10, lines 28-30). a serial number associated with the peripheral 
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device (the machine and repair identifiers are forwarded to a repair system, col. 10, 
lines 65-67)^ 

With respect to claim 5, Sampath et al disclose a method of claim 1 , wherein 
transmitting comprises transmitting an electronic message to a vendor of consumables 
and services relevant to the peripheral device (action request is forwarded to an 
appropriate vendor, a service provider, a vendor, a parts/consumables supplier, and/or 
to an autonomous repair agent, col. 2, lines 4-6). 

With respect to claim 6, Sampath et al disclose a method of claim 1 , wherein the 
peripheral device is chosen from a group consisting of: facsimile machines, 
photocopiers and printers (the monitored devices are electronic devices, e.g., printers, 
col. 2, lines 9-13). 

With respect to claim 7, Sampath et al disclose a method of claim 1 , wherein 
determining that a status change has occurred comprises determining that a usage 
threshold (e.g., if printer data corresponds to a status of a threshold, this prediction 
information can be used to help avert a particular failure in the electronic system, col. 6, 
lines 22-26) indicative of need for preventive maintenance has been met (the prognostic 
device 450 predicts when repairs may be necessary and schedules maintenance using 
a repair planning circuit 450, col. 8, lines 3-12), 

Claim 8, an article of manufacture claim, is rejected for the same reasoning as 
that of claim 1 . 

Claim 10, an article of manufacture claim, is rejected for the same reasoning as 
that of claim 3. 
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Claim 1 1 . an article of manufacture claim, is rejected for the same reasoning as 
that of claim 4. 

Claim 12, an article of manufacture claim, is rejected for the same reasoning as 
that of claim 5. 

Claim 13, an article of manufacture claim, is rejected for the same reasoning as 
that of claim 6. 

Claim 14, an article of manufacture claim, is rejected for the same reasoning as 
that of claim 7. 

With respect to claim 15, Sampath et al disclose a computer implemented 
diagnostic system 10 configured to employ the software (col. 13, lines 20-33) to: 

determine that a status change has occurred in the peripheral device; 

combine a unique device identifier relevant to the peripheral device with the 
status change to form an electronic message; and transmit the electronic message 
across a firewall ( see reasoning used for claim 1 ), 

Claim 17, computer implemented control system, is rejected for the same 
reasoning as that of claim 7. 

Claim 18, computer implemented control system, is rejected for the same 
reasoning as that of claim 4. 

Claim 19, computer implemented control system, is rejected for the same 
reasoning as that of claim 6. 

Claim 20, computer implemented control system, is rejected for the same 
reasoning as that of claim 3. 
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Claim 21 , computer signal claim, is rejected for the same reasoning as that of 
claim 1 . 

Claim 23, computer signal claim, is rejected for the same reasoning as that of 
claim 3. 

Claim 24, computer signal claim, is rejected for the same reasoning as that of 
claim 4. 

Claim 25, computer signal claim, is rejected for the same reasoning as that of 
claim 5- 

Claim 26, computer signal claim, is rejected for the same reasoning as that of 
claim 6. 

Claim 27, computer signal claim, is rejected for the same reasoning as that of 
claim 7. 

With respect to claim 28, Sampath et al disclose a method of claim combining 
using the peripheral device 1 , wherein the combining comprises combining using the 
peripheral device (feedback diagnostic data is acquired from the monitored device 
(peripheral), coL 5, lines 61-62 and any other additional related device status 
information, coL 6, lines 10-13). 

With respect to claim 29, Sampath et al disclose a method of claim 2 transmitting 
using the peripheral device, wherein the transmitting comprises transmitting using the 
peripheral device (feedback diagnostic data is acquired from the monitored device 
(peripheral), col. 5, lines 61-62 and any other additional related device status 



Application/Control Number: 09/976,625 Page 7 

Art Unit: 2626 

information, col. 6, lines 10-13). Examiner notes that the feedback indicates an inherent 
sending of electronic information from the monitored peripheral device. 

With respect to claim 30, Sampath et al disclose a method of claim 29, wherein 
the transmitting comprises transmitting the electronic message comprising an order with 
respect to a consumable of the peripheral device (if a peripheral needs a consumable or 
service, the diagnostic server 100 routes an action request for service to the value 
added sen/ice provider 400 and an action request for a replacement part to the part 
consumable/supplier 500, col. 8, lines 35-38). 

With respect to claim 31, Sampath et al disclose a method of claim 29, wherein 
the transmitting comprises transmitting the electronic message comprising an order with 
respect to maintenance of the peripheral device (if a peripheral needs a consumable or 
service, the diagnostic server 100 routes an action request for service to the value 
added service provider 400 and an action request for a replacement part to the part 
consumable/supplier 500, col. 8, lines 35-38). 

With respect to claim 32, Sampath et al disclose a method of claim 1 , wherein 
the combining and the transmitting comprise combining and transmitting using the 
peripheral device (feedback diagnostic data is acquired from the monitored device 
(peripheral), col. 5, lines 61-62 and any other additional related device status 
information, col. 6, lines 10-13). Examiner notes that the feedback indicates an inherent 
sending of electronic information from the monitored peripheral device. 

With respect to claim 33. Sampath et al disclose a method of claim 1 , wherein 
the transmitting comprises transmitting responsive to the determining (feedback 
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diagnostic data is acquired from the monitored device (peripheral), col. 5, lines 61-62 
and any other additional related device status information, col. 6, lines 10-13). 
Examiner notes that the feedback indicates an inherent sending of electronic 
information from the monitored peripheral device. 

With respect to claim 34, Sampath et al disclose a method of claim 1 , wherein 
the transmitting comprises transmitting in the absence of communications received from 
a device external of the peripheral device (during the course of operation, and in 
conjunction with the controller 220 and the memory 210, the status information circuit 
250 generates status information pertaining to the operational state of the one or more 
monitored electronic systems 200. For example, this status information can be as 
simple as an on/off status of the electronic system to highly specialized data, which 
could, for example, pertain to itemization of one or more components within the system 
which have actually failed . Examiner notes that the system can detect system failures 
such as an absence of communication and diagnose such failures. 

With respect to claim 35, Sampath et al disclose an article of manufacture of 
claim 8, wherein the computer usable medium is in communication with the processor 
comprising a processor of the peripheral device (the interrogation commands and 
control signals are representative of interrogation commands and control signals passed 
between one or more service engineers and the particular electronic system either 
directly or via a processor located on the electronic system, col. 9, lines 30-34). 

With respect to claim 36, Sampath et al disclose a computer implemented control 
system of claim 2 wherein the processing circuitry comprises processing circuitry of the 



Application/Control Number: 09/976,625 Page 9 

Art Unit: 2626 

hard copy output engine the interrogation commands and control signals are 
representative of interrogation commands and control signals passed between one or 
more service engineers and the particular electronic system either directly or via a 
processor located on the electronic system (the interrogation commands and control 
signals are representative of interrogation commands and control signals passed 
between one or more service engineers and the particular electronic system either 
directly or via a processor located on the electronic system, col. 9, lines 30-34). 
Examiner notes that the system also monitors printers (hard copy output engines) and it 
is inherent that the processor of the printer sends back diagnostic data. 

With respect to claim 37, Sampath et al disclose a computer implemented control 
system of claim 15, wherein the memory and the processing circuitry comprise memory 
and processing circuitry of the hard copy output engine (see memory 210, and 
processing circuit 250 of Fig. 1). 

With respect to claim 38, Sampath et al disclose a computer instruction signal of 
claim 21 , wherein the processor comprises a processor of the peripheral device (the 
interrogation commands and control signals are representative of interrogation 
commands and control signals passed between one or more service engineers and the 
particular electronic system either directly or via a processor located on the electronic 
system, col. 9, lines 30-34). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2, 9, 16, and 22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Sampath et al in view of Hitachi Koko Imaging Solutions, Inc. (HiKIS) 

(see Proquest article #3236094 by Office World News, Oct 2000). 

With respect to claim 2, Sampath et al disclose a method of claim 1, wherein 
determining comprises 

determining that a quantity of a consumable has fallen below a predetermined 
threshold (e.g., if printer data corresponds to a status of a threshold, this prediction 
information can be used to help avert a particular failure in the electronic system, col. 6, 
lines 22-26) and wherein transmitting comprises transmitting the electronic message 
across a firewall (the method may account for transmission through firewalls, col. 2, 
lines 27-33). Sampath et al do not disclose transmitting from an embedded web server 
contained in the peripheral device. 

HiKIS discloses an embedded website in a copier capable of interacting with 
remote diagnostics and linking to customer sites for necessary supplies. 

Sampath et al and HiKIS are analogous art because they are from the similar 
problem solving area of remote diagnostics. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to add the embedded web server 
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feature of HiKIS to Sampath et al in order to obtain a web-enabled peripheral capable of 
communicating with the internet. The motivation for doing so would be to transmit a 
request for a replacement of a consumable to a web service. 

Claim 9, an article of manufacture claim, is rejected for the same reasoning as 
that of claim 2. 

Claim 16, computer implemented control system, is rejected for the same 
reasoning as that of claim 2. 

Claim 22, computer signal claim, is rejected for the same reasoning as that of 
claim 2. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Haines (USPN 6,842,588 B2) discloses detecting status events in peripherals. 

Motoyama et al (USPN 6,581,092 B1) disclose transmitting data regarding the 
status of peripherals. 

Ohtani (USPN 6,108,099) disclose a printing apparatus with sensors to 
communicate abnormal machine conditions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas J. Lett whose telephone number is (571)272- 
7464. The examiner can normally be reached on 7-3:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly A. Williams can be reached on (571 )272-7471 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





